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Office Action Summary 




- The MAILING DATE of this communication appears on the cover sheet wHh the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHtSl FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

■ SZ^ol^l^'^^^l;^ «.« 37 CFR 1 . 1 36 (a,. In ,» evo«. how.v,r. a be ti™ly after SIX (6) MONTHS f ™„, *o 

• FaSlTtlTvSlt^ "^rr™ "^^^ ^'^ MONTHS from the filing date of tM. coLurtcation 

Zi^^Tj^ ^ ^S- ! "If *" ""^ *•» -Wlication to become ABANDONED (35 U.SX. 5 133) 

Status 

1 )^ Responsive to communication(s) filed on 02/13/03 AND 04/29/03 
2a) K This action is FINAL. 2b)U This actionis non-final. 

S^IV^'^ application is in condition for allowance except for formal matters, prosecution as to the merits is 
Closed m accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 
Disposition of Claims 

^'^""'^^ 3-12' 21-30, 32-77, an, 79 ,3,3,^ pending in the application. 



4a) Of the above, claim(s) 
5)0 Claim(s) 



6)K. Claim(s) 9-12, 21-30, 32-77. and 7.<? 

?)□ Claim (s)_J 

8)0 Claims 



. is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



Application Papers f 
9) □ The specification is objected to by the Examiner. 
10)0 The drawing(s) filed on 



. are subject to restriction and/or election requirement. 



. is/are a) □ accepted or bjD objected to by the Examiner. 



Applicant may not request that any objection to the drawing{s) be held in abeyance. See 37 CFR 1.85(a). 

1 1jD The proposed drawing correction filed on ic- a^n an«r^w«^ w\n ^- ^ ._ ^ 

^ " — IS. a)U approved b)LJ disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) n Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a).(d) or |f). 
a)D All b)n Some* cjD None of: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received In Application No 



3. □ Copies of the certified copies of the priority documents have been received in this National Staoe 
application from the International Bureau (PCT Rule 17 2(a)) '^tanonai Mage 

*See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 
a) □ The translation of the foreign language provisional application has been received. 

1 5) M Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § § 1 20 and/or 1 21 . 

Attachment(s) 

U K Not«o of References Cited ,PTO-892, 4, □ Interview Summa^ (PTO-4 13) Paper No(s). 

2) □ Notica Of 0«ft«per«,n-. P«em Drawing Review (PTa948, 5) Q Notice of Infonnal P«ent Application (PTat52, 

3) □ Infomiation Disdosuie Statememfs) (PTO-mS) No(s). 6) □ Othen 



U. S. Patent arwJ Trademartt Office 

PTO-326 (Rev. 04-01) 



Office Action Summary 



Part Of Paper No. 11 



1 
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DETAILED ACTION 



Claims 9-12, 21-30, 32-77 and 79 are pending. 

This is a response to applicants amendment C and supplemental 
amendment D filed on 2/1 3/03 and 4/29/03 respectively. In supplemental 
amendment D, applicants canceled claims 1-8, 13-20, 78 and 80-87 and 
amended claims 9-12, 21-30, 32-34. 41-46, 53-58, 65-69, 71 and 79. 

Applicants have amended claim 9 to address the use of open-ended 
language (comprising) to the permitted close language of "consisting." 
Additionally, applicants have labeled structure 3 which lack's labels 
subsequently referenced. Accordingly, the rejection under 35 U.S.C. 1 12, 
second paragraph is withdrawn. 



Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially 
created doctrine grounded in public policy (a policy reflected in the statute) 
so as to prevent the unjustified or improper timewise extension of the "right 
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to exclude" granted by a patent and to prevent possible harassment by 
multiple assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 
(Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); 
In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 
422 F.2d 438. 164 USPQ 619 (CCPA 1970);and, In re Thorington, 418 F.2d 
528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321© 
may be used to overcome an actual or provisional rejection based on a 
nonstatutory double patenting ground provided the conflicting application or 
patent is shown to be commonly owned with this application. See 37 CFR 
1.130(b). 

Effective January 1, 1994. a registered attorney or agent of record 
may sign a terminal disclaimer. A terminal disclaimer signed by the 
assignee must fully comply with 37 CFR 3.73(b). 
2. Claims 9-12, 21-30, 32-77 and 79 are rejected under the judicially 
created doctrine of obviousness-type double patenting as being 
unpatentable over claims 1, 3. 5, 9-34. of (6.395,916) '916' and claims 1. 9. 
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17 and 19 of (6,307,087) '087' respectively. Although the conflicting claims 
are not identical, they are not patentably distinct from each other because 
there is considerable overlap between the instant application and the 
patents. 

The instant claims are drawn to specific ligands and methods which 
overlaps with similar ligands and methods of '087' and '916'. See for 
example when X and Y are NRj and PRj where R2 is alkyi, or aryl etc. The 
instantly claimed ligands differ from '081' and '916' in the generic description 
of X and Y. The instantly claimed (ligands) would have been obvious 
because one skilled in the art would have been motivated to either prepare 
ligands embraced by the reference genuses or homologs of the ligands 
taught in the references to arrive at the instantly claimed ligands with the 
expectation that the obtained ligands would have similar activity to that 
which is taught by the references. 
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Response to Restriction 



Applicant's election with traverse of Group III in Paper No. 7 is 
acknowledged. The traversal is on the ground(s) that there is a close 
structural sinnilarity between Groups III, V and VII. The Examiner will 
reconstitute the restriction Groups to incorporate all of Groups III, V and VII 
into one Group. 

The requirement is still deemed proper and is therefore made FINAL. 



Applicant's arguments filed 4/29/03 have been fully considered but 
they are not persuasive. Applicants argue that the Examiner hold the 
obviousness-type double patenting rejection in abeyance until the second 
office action. The obviousness-type double patenting rejection of record will 
be maintained subject to applicants overcoming the rejection. 



Response to Amendment/Remarlis 
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Claim Rejections - 35 U.S.C. § 102 



3. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 

the United States. 

4. Claim 9 is rejected under 35 U.S.C. 102(b) as being anticipated by 
Hayashi et ai. (U.S.Patent number 5,231 ,202). 

Applicants claim a phosphine ligand represented by structure 3. 
Hayashi et al., discloses a phosphine compound which anticipates the 
instant ligand when structure 3 is unsubstituted and X is OR, wherein R is 
hydrogen, Y is PR2, wherein Rg is aryl or each of X and Y are OR wherein R 
is hydrogen or alkyl. See the abstract, column 2, lines 1-14, Examples 5 
and 13. 
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Claim Rejections - 35 U.S.C. § 102 



5. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another filed in the United States 
before the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351(a) shall have the effect under this subsection of a national 
application published under section 122(b) only if the international application designating the 
United States was published under Article 21(2)(a) of such treaty in the English language- or 

(2) a patent granted on an application for patent by another filed in the United States before the 
invention by the applicant for patent, except that a patent shall not be deemed filed in the United 
States for the purposes of this subsection based on the filing of an international application filed 
under the treaty defined in section 351(a). 

6. Claim 9 is rejected under 35 U.S.C. 102(b) as being anticipated by 
Tamao et al. (U.S. Patent number 6,143,834) or CAS XP-002 124322. 
Applicants claim a phosphine ligand represented by structure 3. 

Tamao et al., discloses a phosphine compound which anticipates the instant 
ligand of structure 3, when structure 3 is unsubstituted and X is PPhj, Y is 
OR, wherein R is hydrogen. See column 6, compound XI, column 22, 



compound (3) and XP-002 124322 discloses compound # 1 and (S)-1. See 



reference BP. 
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Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE 
FINAL. See MPEP § 706.07(a). Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first 
reply is filed within TWO MONTHS of the mailing date of this final action and 
the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on 
the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. 
In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the date of this final action. 



Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to E. Sackey whose telephone 
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number is (703) 305-6889. The examiner can normally be reached on 
Monday-Friday from 7:30 am to 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Joseph K. McKane, can be reached on (703) 308- 
4537. The fax phone number for this Group is (703) 308-4556. 

Any inquiry of a general nature or relating to the status of this 
application or proceeding should be directed to the Group receptionist 
whose telephone number is (703) 308-1235. 



EOS 




August 29, 2002 



Joseph K. McKane 



Supervisory Patent Examiner 



Art Unit 1626, Group 1600 
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